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REMARKS 

The rejections of Claims 1, 2, 5, 6 and 19 under 35 U.S.C. § 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. § 103(a) as obvious over, JP53-81578A ( JP '578) ; 
and under 35 U.S.C. § 103(a) of: 

Claims 7-11, 27 and 29 as unpatentable over JP '578 either taken individually, or in 
view of JP2001-019830 ( JP '830 ): 

Claim 12 as unpatentable over JP '578 in view of JP10-212367 (JP367) 1 ; 

Claims 13-16 as unpatentable over JP '578 in view of U.S. 4,245,061 ( Tachi et al V; 

Claims 13-14 and 17-18 as unpatentable over JP '578 in view of JP63006040A (JP 
'040 V; and 

Claims 21-26, 28 and 30 as unpatentable over JP '578 in view of U.S. 5,233,924 
(Ohbaetal), 

are all respectfully traversed. 

The present invention as set forth in amended Claim 1 relates to a porous resin film, 
comprising: 

30 to 90 wt% of a thermoplastic resin comprising 100 weight parts of a non- 
hydrophilic polyolefin-based resin and 22 to 67 weight parts of a hydrophilic alkylene oxide- 
based resin; and 

70 to 10 wt% of an inorganic or organic fine powder; 



In section 6 of the Office Action, the Examiner rejects Claims 12-18 and 20 as unpatentable 
over JP '578 "substantially for the reasons set forth in sections 7 of Paper No. 8 . . . ." Paper 
No. 8, i.e., the Office Action dated May 23, 2003, relies on JP '578 combined with other prior 
art to reject the above claims. That the new prior art is not listed in the statement of the 
rejection is irrelevant; reliance thereon is all that is necessary. "Where a reference is relied on 
to support a rejection, whether or not in a 'minor capacity/ there would appear to be no 
excuse for not positively including the reference in the statement of rejection." In re Hoch, 
166 USPQ 406, 407 n.3 (CCPA 1970). See also MPEP 706.02Q). 
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wherein a surface of said porous resin film has a contact angle to water of 1 10° or less 
and a difference between a maximum value and a minimum value of said contact angle to 
water is 20° or less; and 

wherein said film has a porosity of 10% or above. 

JP_[578, according to the English Abstract thereof 2 , discloses a polyolefin tape having 
a porosity of 10-60%, which is obtained by stretching a polyolefin composition composed of 
100 parts by weight of polyolefin containing an inorganic bulking agent in an amount of 5-70 
w/w%, and 0.1-10 parts by weight of a polyhydric alcohol derivative, wherein the tape may 
be further processed by knitting or weaving, wherein the knit or woven product is bendable 
and foldable and has "excellent printing property, painting property and adhesive property," 
and wherein the tape can be used as a binding tape and its knit or woven product can be used 
as a cloth sheet for industrial, civil engineering, agricultural, or interior use or as cloth bags 
for fertilizer, rice, etc. 

JP '578 neither anticipates nor otherwise renders unpatentable the presently-claimed 
invention. 

The present claims now require at least 22 weight parts of a hydrophilic alkylene 
oxide-based resin per 100 weight parts of a non-hydrophilic polyolefin-based resin. JP '578, 
on the other hand, disclose a maximum of 10 parts by weight of their polyhydric alcohol 
derivative, per 100 parts by weight of their polyolefin. JP '578 teaches against using a greater 
concentration of polyhydric alcohol derivative, since the reference discloses that greater than 
10 parts by weight of their polyhydric alcohol derivative causes undesirable fuming and 
bleeding. See the partial English translation at the paragraph bridging pages 3 and 4. In 
addition, the newly-submitted Iwasa Declaration demonstrates that for a film prepared, 
analogous to Example 1 of the specification herein, except that 1 1 weight parts of the 

2 A partial English translation of JP '578 is submitted herewith. 
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alkylene oxide-based resin is used, the results show a poor ink drying property and inferior 
uniformity in density. Indeed, the example in the Iwasa Declaration is actually closer to the 
presently-claimed invention than JP '578 . Compare Ex parte Humber, 217 USPQ 265 (Bd. 
Pat. App. & Inter. 1981) (copy enclosed) (comparative data showing the claimed chlorine- 
containing compounds to be unexpected over various (non-prior art) chlorine-containing 
isomers was accepted as more probative over prior art, drawn to non-chlorine containing 
analogs of the claimed compounds, asserted to be closest.) 

Moreover, JP T 578 fails to disclose or suggest a contact angle of the disclosed 
polyolefin tape to water of 1 10° or less and a difference between a maximum value and a 
minimum value of said contact angle to water of 20° or less. 

In addition, JP '578 discloses in Example 1 a tape produced that has a surface having 
an average contact angle to water of 85° and a difference between a maximum value and a 
minimum value of the contact angle to water is 41°. Thus, the tape of JP '578 does not satisfy 
the condition that "a difference between a maximum value and a minimum value of said 
contact angle to water is 20° or less" as recited in Claim 1 . In addition, there is no suggestion 
or motivation to use a tape having the claimed difference of maximum and minimum contact 
angle. Moreover, the specification herein describes at page 1 1, last paragraph to page 12, 
first paragraph: 

"Difference between maximum and minimum values of the 
contact angle to water" as described in the context of this 
specification represents difference between a maximum value and 
a minimum value obtained from 10 times of such measurement. 
The smaller the difference between the maximum and minimum 
values is, the more uniform the fluid adsorption becomes when an 
ink or water-base medium is used, so that such recording medium 
can provide an excellent printing property. The difference between 
the maximum and minimum values is preferably 30°or less, more 
preferably 20°or less, and still more preferably 10°or less. 
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Thus, excellent printing properties are obtained if the difference between maximum 
and minimum contact angle is in the recited range. This is not disclosed or suggested by 
JP '578 . 

In response to the above arguments, the Examiner relies on the disclosure in the 
English Abstract of JP '578 with regard to "excellent printing and painting properties", and 
thus finds that "[s]ince a high contact angle is inherently necessary for good printing and 
painting properties, it is believed that a suitable water contact angle is either inherently 
disclosed by f JP '5 78 ] or an obvious modification to one skilled in the art, motivated by the 
desire to provide a suitable surface wetting property for good printing and painting 
properties." 

In reply, JP '578 describes that the tape therein, further processed by knitting or 
weaving, has such printing and painting properties. There is no disclosure therein with 
regard to the properties of the polyolefin tape per se. Moreover, Applicants never argued that 
a "high" contact angle is inherently necessary for good printing and painting properties. The 
present claims require that the contact angle be both below a particular degree and the 
difference between a maximum and minimum thereof be below a particular, different, degree. 
Indeed, no conclusion can be drawn with regard to the contact angle to water of the 
polyolefin tape of JP '578 . 

With regard to Applicants 1 argument that the difference between maximum and 
minimum values of the contact angle in Example 1 of JP f 578 is 41°, the Examiner finds that 
Example 1 "is a limiting example. Further, it should be noted that where the claimed and 
prior art products are identical or substantially identical in structure or composition, or are 
produced by identical or substantially identical processes, a prima facie case of either 
anticipation or obviousness has been established. See MPEP § 21 12.01." 
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In reply, the presently-claimed invention and the polyolefin tape of JP '578 are not 
identical or substantially identical in either structure or composition. Moreover, the above- 
discussed difference in Example 1 is further evidence of this difference. 

JP '830 discloses a resin for a recording layer of an ink-jet recording substrate 
comprising a methylmethacrylate copolymer and a copolymer comprising 20-90 wt% 
quaternary ammonium salt containing monomer component having a specified structure, 10- 
80 wt% of a polyalkylene glycol component, and 0-70 wt% of a vinyl monomer component 
such as acrylamide and a hydrophilic thermoplastic resin, wherein the hydrophilic 
thermoplastic resin is obtained by reacting a polyalkylene oxide with a dicarboxylic acid. 

Without the present disclosure as a guide, one skilled in the art would never have 
combined JP f 578 and JP '830 . There is no disclosure or suggestion in JP '578 to use their 
polyolefin tape in an ink-jet recording medium. Indeed, ink-jet recording media were 
presumably not even invented by 1978, the time of publication of JP '578 . Moreover, JP '578 
discloses utility of their polyolefin tape only as a further processed knitted or woven product. 
It is only with the present disclosure as a guide that one skilled in the art would have 
combined the hydrophilic thermoplastic resin of JP ! 830 with JP f 578 . Even if combined, the 
result would not be the presently-claimed invention. 

Regarding the rejections of Claims 12-18 and 20, neither JP '367 , nor Tachi et al , nor 
JP '040 , remedies the above-discussed deficiencies of JP f 578 . Nor would one skilled in the 
art have combined these references without the present disclosure as a guide. Even if 
combined, the result would not be the presently-claimed invention. 

Ohba et al discloses a pencil writable and printable synthetic paper comprising a 
finely porous polyolefin film layer having an opacity of at least 80% obtained by stretching a 
polyolefin film containing from 8-65% by weight of an inorganic fine powder having on one 
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or both sides thereof a stretched ethylene-vinyl alcohol copolymer film layer, at least one of 
the stretched ethylene-vinyl alcohol copolymer film layers having a coat layer thereon. 

One skilled in the art would not have combined Ohba et al with JP ! 578 for the same 
reasons that one skilled in the art would not have combined JP '830 with JP '578, i.e., JP f 578 
discloses and suggests nothing with regard to an ink-jet recording medium, let alone any ink 
printing medium, with regard to their polyolefm tape per se. 

For all the above reasons, it is respectfully requested that the rejections over prior art 
be withdrawn. 

All of the presently-pending claims in this application are now believed to be in 
immediate condition for allowance. Accordingly, the Examiner is respectfully requested to 
pass this application to issue. 



Respectfully submitted, 



OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
Norman F/. Obion . h % 
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:d states patent & trademark office 
in re application of 



YASUO IWASAETAL 
SERIAL NO: 09/832,924 
FILED: APRIL 12, 2001 
FOR: POROUS RESIN FILM 



GROUP ART UNIT: 1771 



EXAMINER: CHANG, VICTOR S. 



DECLARATI ON UNDER 37 PER S 1.182 



ASSISTANT COMMISSIONER FOR PATENTS 
WASHINGTON, D.C. 20231 




SIR: 

L Yasuo IWASA, a Japanese citizen, having a post office address of 
Kashima Factory of c/o YUPO CORPORATION, Kashima Factory, 23, Touwada, 
Kamisu-cho, Kashima-gun, IbaraM 311-1400 JAPAN hereby declare and state that 
I received a Master's Degree from Yamagata University, Faculty of 
Course of Material Engineering in March of 1995, and I was employed by Yupo 
Corporation (former name: Oji-Yuka Synthetic paper Co., Ltd.) in April of 1995 and 
since that time I have been principally engaged in research and development of 
synthetic papers. 

I declare further that I am the inventor of the subject matter of the claims in 
the above-identified application and I have read all of the documents contained in 
the file wrapper of the above-entitled application, 

I declare further that the test described below was conducted at my direction 
and under my supervision and the test results are true and correct to the best of my 
knowledge. 
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A porous resin film (Sample A) was febricated in the same manner as 
Example 1 of the specification of the present application, except that 11 weight parts 
of the alkylene oxide-base resin, PEPOl, was used Sample A was evaluated as 
described in Tfest Example of the specification. The results are shown in the 
following table: 



Compounded 
component 



Forming 
conditions 



| Evaluation results 
of the films 



(Non-hydrophilic thermoplastic resin 
component ) 

Polypropylene content 



(Hydrophilic resin) 
Species (abbrev,) 
Content 



(Fine powder) 

Content of cftlHutYi r»q^ nnn f f ^ 



(Dispersion modifier) 
Species (abbrev.) 
Content 



Temperature al 



Temperature bl 
Stretching factor 



Types of surface oxidation treatment 



Energy for surface oxidation treatment 



Average surface contact angle to water 



Difference between ¥nR Ylm^iTn and 
minimum values of contact angle to 
water 



Porosity 



Ink drying property 
(monochromatic 50%) 



Ink drying property 
^monochromatic 100%) 



Ink drying property 
(multi-color 200%) 



Non-uniformity in density 



Film thickness 



unit 



Sample A 



wt%/weight part 45/100 



PEPOl 



wt%/weight part 5/11 



weight part 



weight part 



times 



% 



urn 



50 



158 



90 



6 



87 



24 



28 



405 
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Ane above table clearly indicates that Sample A shows poor ink drying 
properly and inferior uniformity in density. As is shown in Table 1 of the 
specification, the porous ream films of the claimed invention exhibits good ink drying 
properly and excellent uniformity in density. The difference is significant. 

I believe that no one skilled in the art would have been motivated to use 
more than 10 weight parts of alkylene oxide-based resin after reading JP 63-$1678. 

The undersigned petitioner declares further that all statements made of his 
own knowledge are true and that all statements made on information and belief are 
believed to be true; and further that these statements were made with the 
knowledge that willful false statements and the like so made are punishable by fine 
or imprisonment, or both, under Section 1001 of Title 18 of the United States Code 

t 

and that such willful false statements may jeopardize the validity of this application 
or any patent issuing thereon. 



Dated this !% day of October, 2004. 



Yasuo IWASA 
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Partial Translation of JP 53-81578 

(page 1, left lower column, lines 5-12) 
Claims 

1. A processed article in tape form, comprising, as a 
base material, an polyolefin composition containing from 0.1 
to 10 parts by weight of a polyhydric alcohol derivative on 
the basis of 100 parts by weight of polyolefin containing from 
5 to 70% by weight of an inorganic filler, the processed article 
being stretched and having a porosity of from 10 to 60%. 

2. The processed article in tape form as set forth in 
Claim 1, being knitted to a net or woven. 

(page 1, right lower column, line 19 to page 2, left upper column, 
line 10) 

The present inventors have repeatedly examined a knitted 
net and a woven article which use polyolefin from the 
aforementioned standpoint and studied from all angles relations 
between properties of a tape which becomes a raw yarn thereof 
and properties of the knitted net and the woven article made 
therefrom. As a result, while making use of characteristics 
thereof of being mechanically strong and thermally resistant, 
two drawbacks, namely, an unfavorable touch feeling derived 
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from hard feeling based on high rigidity and a transparent 
shining appearance characteristic to plastic have been improved 
and a feeling which can not be found in a conventional plastic, 
for example, a feeling of a natural product such as a cotton 
product or a linen product, or a characteristic texture has 
been obtained, to thereby attain the present invention. 



(page 3, right upper column, line 13 to right lower column, 
line 12) 

The term "polyhydric alcohol derivative" as used herein 
refers to a homopolymer, a copolymer, an ether, an ester, an 
amine compound, an amide compound and the like of a saturated 
or unsaturated alcohol of di valence or more. 

Examples of such divalent alcohol derivatives according 
to the present invention include: 

(1) a homopolymer of ethylene oxide or propylene oxide, or 

a block copolymer thereof such as polyethylene glycol, 

polypropylene glycol, polypropylene triol, polypropylene 

tetraol, or a polyoxyethylene-polyoxypropylene block 
copolymer; 

(2) an alkyl ether, an allyether, an alkylallyether or an 
alkylester of ethylene glycol, propylene glycol or polyethylene 
glycol or polypropylene glycol such as polyoxyethylene cetyl 
ether, polyoxyethylene nonylphenyl ether, polyoxyethylen 
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stearate, polyoxyethylene-polyoxypropylene ethyl alcohol 
ether, or propylene glycol monostearate: 

(3) an etherified product between ethylene glycol, propylene 
glycol, polyethylene glycol, polypropylene glycol, an ether 
thereof or an ester thereof, and a polyhydric alcohol of 
trivalence or more or an alkylester of the polyhydric alcohol 
such as polyoxyethylene sorbitan monostearate, polyoxyethylene 
glycerin ether, or pentaerythritol lauryl ester 
polyoxyethylene : 

(4) a condensate between ethylene oxide, polypropylene oxide, 
polyethylene oxide or polypropylene oxide, and an alkylamine 
such as polyoxyethylene laurylamine or polyoxypropylene 
stearylamine : and 

(5) a condensate between ethylene oxide, propylene oxide, 
polyethylene oxide or polypropylene oxide, and an alkylamide 
such as polyoxyethylene stearylamide or polyoxpropylene 
laurylamide. 

(page 4, left upper column, line 13 to right upper column, line 
8) 

According to the present invention, these polyhydric 
alcohol derivatives can be used singly or in mixtures of two 
types or more thereof. Further, an amount of the compound to 
be used is in the range, based on 100 parts by weight of a 
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composition comprising polyolefin and an inorganic filler, of 
from 0.1 to 10 parts by weight and, preferably, from 0.5 to 
5 parts by weight. In a case in which it is less than 0,1 part 
by weight, not only moldability is deteriorated, but also it 
becomes difficult to have a high porosity and, accordingly, 
it becomes extremely difficult to obtain a processed article 
in tape form having a porosity according to the present invention . 
Therefore, it is difficult to obtain the processed article in 
tape form which satisfies various types of properties, a knitted 
net and a woven article according to an object of the present 
invention. On the other hand, in a case in which it is over 
10 parts by weight, when the processed article in tape form 
according to an object of the present invention is produced, 
generation of a fuming phenomenon at the time of extrusion 
molding or bleeding of the compound onto a surface of the 
processed article in tape form occurs; therefore, the case is 
not favorable. 

(page 6, right upper column, line 19 to right lower column, 
line 6) 

Example 1 

2 parts by weight of polyethylene glycol having a molecular 
weight of about 4000 was added to 100 parts by weight of a mixture 
comprising 64 . 9% by weight of high density polyethylene having 

4 
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a melt index (hereinafter, referred to also as M MI" in short) 
(load 2.16 kg, temperature 190°C) of 1,0, a density of 0.953 
and a melting point of 130°C, 35.0% by weight of heavy calcium 
carbonate powder having an average grain diameter of 1.0 urn 
and 0. 1% by weight of 2, 6-di-t-butyl-4-methylphenol and, then, 
stirred for 30 minutes by a ribbon blender to produce a mixture. 

The thus-produced mixture was kneaded for 3 minutes at 
230°C by a Bumbury' s mixer to obtain a filling composition. 
Subsequently the thus-obtained composition was made to a sheet 
by a roll and, then, the sheet was made to be in grain form 
by a sheet pelletizer, to thereby obtain the filling composition 
in pellet form. 

This composition was completely defoamed to prepare a 
compress-formed test piece. A density of the test piece was 
1.230. On this occasion, the measurement of the density was 
conducted in accordance with a method defined by ASTM D-1505. 

The composition was extruded at a resin temperature of 
195°C with an inflation technique by a 65 mm extruder, to thereby 
form a film having a blow ratio of 1.5 and a thickness of about 
60 um. This film was slit to have a width of 16 mm and, then, 
made to a stretched tape by a roll stretching machine under 
the conditions of a stretching temperature of 112°C/ a stretching 
ratio of 8 times and a winding rate of 120 m/min. The stretching 
was conducted in a smooth trouble-less manner and a stretched 
tape was able to be obtained. The thus-obtained stretched tape 
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was found to have a thickness of about 28 jun, a width of about 
6 mm and an apparent density of 0.87. Therefore, the porosity 
of this tape was 29.3%, 
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Ex parte Humber, Bruderlein, and Asselin 

(BdPatApp&Int) 
217 USPQ 265 

Opinion dated Nov. 13, 1981 
U.S. Patent and Trademark Office, Board of Patent Appeals and Interferences 

Headnotes 

PATENTS 

1. Patentability — Composition of matter (§ 51.30) 

Consistent with In re Holladay, 199 USPQ 516, applicants may show improved results for their claimed 
compounds in comparison with compounds that are even more closely related than those of prior art relied upon by 
Examiner in order to rebut prima facie case. 



Particular patents — Chlorinated Compounds 

Humber, Bruderlein, and Asselin, 13-Chloro-Benzocycloheptapyridoisoquinoline Derivatives and Process 
Therefor, rejection of claims 1-3 and 5-9 reversed. 



Case History and Disposition: 

Page 265 

Appeal from Art Unit 122. 

Application for patent of Leslie G. Humber, Francois T. Bruderlein, and Andre A. Asselin, 
Serial No. 817,660, filed July 21, 1977. From decision rejecting claims 1-3 and 5-9, applicants 
appeal (Appeal No. 443-29). Reversed. 
Attorneys: 

John W. Routh, New York, N.Y., for appellant. 
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Judge: 

Before Blech and Goldstein, Examiners-in-Chief, and Seidleck, Acting Examiner-in-Chief. 

Opinion Text 

Opinion By: 

Blech, Examiner-in-Chief, 

This is an appeal from the final rejection of claims 1 through 3 and 5 through 9, all the claims remaining in the 
case. 

Representatives of the claimed invention are: 
1. A compound of formula 1 

Tabular, graphic, or textual material set at this point is not available. Please consult hard copy or 
call BNA PLUS at 1 -800-452-7773 or 202-452-4323. 

in which R is lower alkyl selected from the group consisting of straight chain alkyl having up to six carbon 
atoms and branched chain alkyl having up to four carbon atoms or R is cycloalkyl having 3-6 carbon atoms, 
or a pharmaceutically acceptable acid addition salt thereof. 

5. A method of producing neuroleptic effects in a mammal which comprises administering to said 
mammal an effective neuroleptic amount of a compound of Claim 1, or a pharmaceutically acceptable salt 
thereof. 

6. A pharmaceutical composition for producing neuroleptic effects in a mammal comprising an 
effective neuroleptic amount of a compound of Claim 1 , or a pharmaceutically acceptable salt thereof, and a 
pharmaceutically acceptable carrier. 

The references cited by the Examiner are: 

Table set at this point is not available. See table in hard copy or call BNA PLUS at 1-800-452-7773 or 
202-452-4323. 

Winthrop et al (Winthrop), J.O.C., 27, pp. 230-240, 1962. 
Voith et al (Voith), Psychopharmacologia, 42, pp. 1 1-20, 1975. 

Page 266 

Humber et al (Humber II), Abstract of Papers, 167th ACS National Meeting, Los Angeles, Calif., March 31 -April 5, 
1974. 

Bruderlein et al (Bruderlein II), J. Med. Chem., Vol. 18, pp. 185-188, 1975. 

The appealed claims stand rejected for obviousness under 35 U.S.C. 103. The Examiner considers them to be 
unpatentable over Voith and Bruderlein II in view of Humber I and Winthrop. 

The non-chlorinated analogs of the claimed compounds, specifically also of the preferred species wherein R in 
the formula above set forth is isopropyl (named "Butaclamol"), are known, as shown by Voith and Bruderlein II. It is 
the Examiner's position that the claimed 13-C1 substituted derivatives thereof would be prima facie obvious to the 
artisan in light of the teachings of Humber I and Winthrop and that this presumption of obviousness has not been 
adequately rebutted by the Declaration evidence of record. 

We cannot subscribe to the Examiner's holding. It is predicated on the assumption that chlorination, in general, is 
well known in the pharmaceutical art and since related compounds possessing neuroleptic properties are known to be 
useful in either their non-chlorinated or chlorinated forms that the claimed compounds are thus obvious. Such an 
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assumption manifestly is bottomed on the proposition that the position in the molecule at which the chlorination 
occurs is inconsequential and of no significance. But such is contraindicated by the very art relied upon by the 
Examiner, as well as by the Voith Declaration under 37 CFR 1.132. Thus, from the teaching of Winthrop the artisan 
would favor the 14-C1 substituted compound inasmuch only its precursor is disclosed to have increased activity. The 
Voith Declaration, however, convincingly demonstrates unexpectedly significant improved results for the 13-chloro 
vis-a-vis the 9-C1, 12-C1 and 14-C1 substituted compounds. Such clearly could not have been foreseen and rebuts the 
Examiner's basic premise of equivalency of chlorination no matter at which position it is effected. 

[1] Of course we appreciate and are cognizant of the Examiner's contention that no improved results have been 
shown for the claimed chlorinated compounds vis-a-vis the non-chlorinated analog butaclamol. However, consistent 
with the holding by the court in In re Holladay, 584 F.2d 384, 199 USPQ 516 (CCPA 1978), appellants may show 
improved results for their claimed compounds in comparison with compounds which, in fact, are even closer related 
than those of the prior art relied upon by the Examiner in order to rebut the prima facie case. Consequently, the 
comparative showing vis-a-vis the other chlorinated compounds which are more similar to those claimed than the 
non-chlorinated derivatives is viable probative evidence which palpably must be held as refuting the presumption of 
obviousness engendered by the art. 

Accordingly, the decision of the Examiner is reversed. 

Reversed. 



- End of Case - 
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